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DETAILED ACTION 
Status of Claims 

1 . Applicant has amended claims 1 1 , 1 4, 54, 57, 89, 90, 96, and 97. Claims 1 -1 0, 
17-53, 60-88, 91-95, and 98-100 have been cancelled. No claims have been newly 
added. Thus, claims 11-16, 54-59, 89, 90, 96, 97, and 101-104 remain pending and are 
presented for examination. 

Response to Arguments 

2. Applicant's arguments, filed 08 July 2009, with respect to the rejection of claims 
54-58, 103, and 104 under 35 U.S.C. 101 have been fully considered and are not 
persuasive. Thus, the rejection of claims 54-58, 103, and 104 under 35 U.S.C. 101 has 
been withdrawn. However, upon further consideration, a new rejection under 35 U.S.C. 
101 has been applied to claims 11-16, 101, and 102. 

3. Applicant's arguments with respect to amendments to claims 1 1 , 14, 54, 57, 89, 
90, 69, and 97 have been considered but are moot in view of the new ground(s) of 
rejection. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 11-16, 101, and 102 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
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Claims 11-16, 101, and 1 02 are directed to a series of steps. In order for a 
series of steps to be considered a proper process under § 101, a claimed process 
should either: (1) be tied to another statutory class (such as a particular apparatus) or 
(2) transform underlying subject matter (such as an article or materials). Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972). Thus, to qualify as patent eligible, these 
processes must positively recite the other statutory class to which it is tied (e.g., by 
identifying the apparatus the accomplishes the method steps), or positively recite the 
subject matter that is being transformed (e.g., by identifying the product or material that 
is changed to a different state). While claims 11-16, 101, and 1 02 identify the apparatus 
as a computer in the preamble and a database in the body of the claim, nominal 
recitations of structure in an otherwise ineligible method fail to make the method a 
statutory process. See Benson, 409 U.S. at 71-72. As Comiskey recognized, "the mere 
use of the machine to collect data necessary for application of the mental process may 
not make the claim patentable subject matter." Incidental physical limitations, such as 
data gathering, field of use limitations, and post-solution activity are not enough to 
convert an abstract idea into a statutory process. In other words, nominal or token 
recitations of structure in a method claim do not convert an otherwise ineligible claim 
into an eligible one. To permit such a practice would exalt form over substance and 
permit claim drafters to file the sort of process claims not contemplated by the case law. 
Cf., Flook, 437 U.S. at 593 (rejecting the respondent's assumption that "if a process 
application implements a principle in some specific fashion, it automatically falls within 
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the patentable subject matter of § 101," because allowing such a result "would make the 
determination of patentable subject matter depend simply on the draftsman's art and 
would ill serve the principles underlying the prohibition against patents for 'ideas' or 
phenomena of nature."), see Ex parte Langemyr. Furthermore, the recitation of a 
computer apparatus in the preamble is not, in fact, a limitation at all to the scope of the 
claim, and the claim is directed, in essence, to the method performed by any means. As 
such, we fail to find that this recitation alone requires the claimed method to include a 
particular machine such that the method qualifies as a "process" under §101. We will 
not allow such a nominal recitation in the preamble to convert an otherwise ineligible 
claim into an eligible one. Comiskey, 499 F.3d at 1380. Since the use of the computer 
and database is considered to be a nominal recitation of structure, and nominal 
recitations do not convert an otherwise non-statutory process into a process, claims 11- 
16, 101 , and 102 are directed to non-statutory subject matter. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 11-15, 54-58, 89, 90, 96, and 97 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kanevsky et al [US 6,285,777] in view of Allen et al [US 
5,422,821]. 

As per claims 11, 14, 54, 57, 89, 90, 96, and 97, Kanevsky et al discloses a 
method comprising the steps of: 

obtaining an address of the user from the electronic account [col 5, lines 44-49]; 

sending the address of the user to a static address database [col 5, lines 55-59], 
the static address database contains the standardized physical address of the user, 
wherein the standardized physical address conforms to a standard format [col 5, line 
49-col 6, line 8; see fig. 5 and descriptions thereof]. 

Kanevsky et al does not disclose using the address of the user to obtain a 
delivery point identification key from a master address database; receiving a delivery 
point identification key from the static address database, the delivery point identification 
key containing information specifying a location of the standardized physical address 
within the master address database; and obtaining the standardized physical address 
from the master address database using the delivery point identification key. 

However, Allen et al discloses the known technique of using an address of the 
user to obtain a delivery point identification key from a master address database 
(Abstract; col 2, lines 50-65 ); receiving a delivery point identification key from the static 
address database, the delivery point identification key containing information specifying 
a location of the standardized physical address within the master address database (col 
6, line 47-col 7, line 5); and obtaining the standardized physical address from the 
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master address database using the delivery point identification key (col 7, lines 5-20). 
This known technique is applicable to the system of Kanevsky et al as they both share 
characteristics and capabilities, namely, they are directed to delivery of mail items. One 
of ordinary skill in the art would have recognized that applying the known technique of 
Allen et al would have yielded predictable results and resulted in an improved system. 
It would have been recognized that applying the technique of Allen et al to the teachings 
of Kanevsky et al would have yielded predictable results because the level of ordinary 
skill in the art demonstrated by the references applied shows the ability to incorporate 
such mail address matching features into similar systems. Further, applying the 
address matching technique of Allen et al to Kanevsky with email addresses stored 
accordingly, would have been recognized by those of ordinary skill in the art as resulting 
in an improved system that facilitate address retrieval from a database. 

As per claims 12 and 55, Kanevsky et al does not disclose wherein the master 
address database is a United States Postal Service master address database. 
However, Allen et al discloses wherein the master address database is a United States 
Postal Service master address database [col 8, lines 19-34]. It would have been 
obvious to one of ordinary skill in the art to include in the addressing system of 
Kanevsky et al wherein the master address database is a United States Postal Service 
master address database as taught by Allen et al since the claimed invention is merely 
a combination of old elements, and in the combination each element merely would have 
performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the results of the combination were predictable. 
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As per claims 13 and 56, Kanevsky et al further discloses wherein the static 
address database is a United States Postal Service static monolithic address database 
[col 3, lines 59-61]. 

As per claims 15 and 58, Kanevsky et al further discloses wherein the address 
database contains a plurality of standardized addresses corresponding to a plurality of 
users, each standardized address conforming to a standard format [col 6, lines 1-4]. 

8. Claims 16, 59, and 101-104 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kanevsky et al [US 6,285,777] in view of of Allen et al [US 5,422,821] 
as applied to claim 11, 14, 15, 54, 57, and 58 above, and further in view of Official 
Notice. 

As per claims 16 and 59, Kanevsky et al and Allen et al disclose all the 
limitations of claims 11, 14, 1 5, 54, 57, and 58. Kanevsky et al further discloses wherein 
the standard format includes a street and city [see Fig. 5]. Kanevsky et al and Allen et 
al do not disclose wherein the standard format includes street number, street name, 
city, state, and ZIP code. However, the Examiner takes Official Notice that it is old and 
well known at the time of the invention that a standard address of a user contains street 
number, street name, city, state, and ZIP code. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify the invention of 
Kanevsky et al and Allen et al to include wherein the standard format includes street 
number, street name, city, state, and ZIP code, as known in the art, to advantageously 
facilitate mail identification. 
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As per claims 101-104, Kanevsky et al and Allen et al do not further disclose 
wherein the standard format of the standardized physical address comprises one of 
"delivery point", "plus 4", "5 digit", and "last line" standardization. However, the 
Examiner takes Official Notice that it is old and well known in the art at the time of the 
invention for a physical address to include at least one of "delivery point", "plus 4", "5 
digit", and "last line". Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify the invention of Kanevsky et al and Allen et 
al to include wherein the standard format includes at least one of "delivery point", "plus 
4", "5 digit", and "last line", as known in the art, to advantageously facilitate mail 
identification. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANNON S. SALIARD whose telephone number is 
(571)272-5587. The examiner can normally be reached on Monday - Friday, 8:00 am - 
4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Shannon S Saliard 
Primary Examiner 
Art Unit 3628 

/Shannon S Saliard/ 

Primary Examiner, Art Unit 3628 



